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10/784.835 

COMMEKT 43 LETTER 

AT NOTICE OF ALLOWANCE 



PATENT 



IN THE UNTTED STATES PATENT AND TRADEMARK OFHCE RECEIVED 

CENTRALFAX CENTER 



In re Pat^ Application of: 

MAKER ETAL. 

Application No.: 10/784,835 

Filed: FEBRUARY 23, 2004 

For PIPELINED DATA 
PROCESSOR WITH SIGNAL- 
INITIATED POWER 
MANAGEMENT CONTROL 



Commissionei foi Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



Group Art Unit: 2116 
Confiimation No.: 2586 
Examiner T.N.DU 



COMMENT 43 LETTER 

AT NOTICE OF ALLOWANCE 



MAR 1 4 2005 



Certificate of Facsimile TransmissiM 
thereby cert^ thai this paper is being sentvia 
facsimile to 702-746-9306 addressed u>.' 
CcmmissionerforPatenis, P.O. Box 1450, 
Alexandria, VA 223nJ450 qnthi^date. ^ 



Date 



Nanette Combs 



Sir 



The Notice of Allowance mailed 02/01/2005 (part of paper munber/mail date 
2005012) indicates a 3 day patent term adjustment. This term adjustment is further 
illustrated on the Patent Term Adjustment History (the "History'*) obtained ftom 
PAIR. 

On 03/08/2005, a telephone call to the PAIR Technical Support Office 
(703.305.3028) brougjit to the Office's attention the following facts: (1) an 
information disclosure statement (the ^'first IDS"), not listed on the History, was 
mailed to the Office on 04/16/2004 via first class mail, acknowledged as received and 
"placed of record in the file" by the Examiner in the Office Action mailed 07/13/2004 
(part of paper number/mail date 20040708); and (2) the information disclosure 
statement listed on the History as having a filing date of 09/29/2004 (the "second 
IDS**) was actually filed on 09/22/2004. During this telephone conversation, the 
Office confirmed the above facts while indicating that while the History was not 
accurate^ the Image File Wrapper properly accounted for these filing dates. 

Atty. Docket: P04461-D06 (1 1461.00.0171) 
CKtCAGO/#1344GB2 - 1 
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PATENfT 



COMMENT 43 LETTER 
AT NOTICE OF AJLLOWANCE 

Assurances were given that the Histoiy would be appropriately updated wifhtn five to 
seven business days. 

In support of the above facts above, there are, attached hereto, copies of: (I) 
the Histoiy; (2) the bage File Wrapper; (3) the Office Action mailed 07/13/2004 
confinning the Office's receipt of the first DDS; and (4) the express mail receipt and 
stamped postcard indicating the 09/22/2004 filing date of the second IDS. 

As provided by the Office's response to Comment 43 on the revision of the 
Patent Rules implementing provisions of the American biventors Protection Act of 
1999, a registered practitioner*8 obligation of candor and good &itfa applies to a 
practitioner's acceptance of the patent term adjustment as determined by the Office. 
Changes to Implement Patent Term Adjustment under Twenty-Year Patent Term^ 65 
Fed. Reg. 56^66, 56,387 (Sept 18, 2000). 

In accordance with the Office's response in the Federal Register, the term 
adjustment as provided in the Notice of Allowance is ^ught to be longer than 
appropriate. Therefore, this letter requests the Office to review the 3 day patent term 
adjustment as indicated in die Notice of Allowance in li^t of, among other things, the 
04/19/2004 and 09/22/2004 filing dates described above. 



Attorney for Assignee 
222 N. LaSalleSt. 
Chicago, IL 60601 
312-609-7620 
Customer No.: 23^418 



Atty. Docket P04461-D06 (11461.00,0171) 

CHlCAGO/#13446B2 . 1 



Respectfully submitted, 

VEDDER, PRICE, KAUFMAN & KAMMHOLZ, P.C 



Date: March Af- .2005 




MarkA.DallaVaUe 
Reg. No. 34.147 
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•IPELINED DATA PROCESSOR WITH SIGNAL-INITIATED POWE 
CEMENT CONTROL 

IarkA.DallaValle Mailed: September 2|^004 

I46].00,0171 Atty. Docket: P04461-D06 

No.: 1 0/784,83 5 Filing Date: February 23, 2004 

np of the U.S. Pateot & Trademark Office hereupon acknowledges receipt of the following: 

lation Disclosure Statement; IDS Form PTO/SB/08A; and 1 cited reference 
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inSITED STATES DEFABTMBNT OV COMMERCE 
Ukiited Sitf PdUfit Had Ttadcmub Office 
I! COMMISSIONER FOR lPAJ£tm 



I ATTORKgYPOCKETm | CONFmMAtTQNND. | 
P04461-D06 25B6 



C 



f 11461.00.0171 



HXAMINER 



DU,7HUANN 



{ ART UNIT I PAPER NUMBER 

2116 



DATE MAIUSD; 07/1 3/2004 



Please fi d below and/or attached an Office communicatioii concerning this application or proceeding. 
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DUE DATE 
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}ffifce Action Summary 



ApplieaUon Nr 
10/784,835 



Examiner 
Thuan N. Du 



Applicant(s) 
MAHERETAL 



Art Unit 
2116 



-7 e UAiUNG DATE of this communfcaUon appears on the eovor sheet vnth the eomspondenca addi^ss - 

Period for P »pfy 

A SHOP ENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 

THE MA .ING DATE OF THIS COMMUNICATION. 

- Gxtensior of Une may be mo^Ib under tha prowCsions of 37 CFR 1.138(a), In no evcm however, may 9 reply be Umsiy fitetf 
after SIX )MO^^^HS fh)mth©mailTngdalBof ihiacomaiunicalion. .cyci ^fc-ywyinaymwi . 

■ !I ?S 1 '^^sf specmed a5<wd e less than thfrty (3o) days, a reply within the statutory mWmum pf thirty (30) days v*fll bd considered tfmely. 

- Fafliirato •ply wiWnlhesdl or exlBndedpencKJ for reply v^^ 

Any rapty iceived by the Office later than three months after (ha mailing dale of Ms corwtlurticalion. even If Hmety Hied, may reduce any 

earned p{ inttenncKlJustmenL See 37 CFR 1.704(b). / • / j 

Status 

Re ponsive to communicationCs) fiied on 23 FebnjarY2Q04 . 

2a)n Th action is FINAL. 2b)S This action is non-final. 

3) n Sir e this applicatron is In condition fbr allowance except for formal mattBrs, prosecution as to the merits is 

do in accordance with the practice under Ex parte Quayie^ 1935 C D. 1 1 . 453 O.G. 213. 

Disposition f Claims 

4) 13 CIe tiCs)23::252 is/are pending in the application. 

4a) )f the above daim(s) ts/are withdrawn from consideration. 

5) D Ci£ Ti(s) is/are ailowed, 

6) ISI Cl£ Ti(s)2S^ is/are rejected. 

7) n CIS n(s) is/are objected to. 

8) 0 Cig n(s) are subject to restriction and/or election requirement. 

Application apers 

9) n The tpeclficatfon is objected to by the Examiner. 

10)iaThe Irawingfs) filed on 19ADri!2004 is/are: a)[SI accepted or b)^ objected to by the Examiner. 

Apf cant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1 .85(a), 

Ref ^cement drawing sheet{s) Including the con'ecflon Is required if the <lrawlng{s) is objected to. See 37 CFR 1,121(d). 

1 1 )□ The >ath or declaration is objected to by the Examiner. Note the attached Office Action or forni PTO-1 52. 

Priority undi '35U.S.a§1l9 

12)0 Ack owiedgment is made of a daim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n b)P Some * c)^ None of: 

1 . [[ Certified copies of the priority documents have been received. 

2. C Certified copies of the priority documents have been received in Application No;, 



3.C Copies of the certified copies of the priority documents have been received in this National Stage 
application from the Intemational Bureau (PCT Rule 17.2(a)). 
' See le attached detailed Office action for a list of the edified copies not received. 



Atlachm8ftt(s) 

1) n Notice of 3ference3 Cited (PT0^92) 4) □ interview Summary (PTCM13) 

2) □ NoBce of raftspefson's Patent Drawing Raview (PTO-94e) Paper No(sVMaO Date. . 

3) Informatk Disdosure Stat6m8nt(s) (PT01449 or PTOySB/09) ^) Q Notice of Informal Patent Appf cation (PTO-152) 
PaperNo. VMai! Data 6)nOiher 



lJ8.taenlBndTfBdem <0«oe — ^ 

PTOI _^0A fOmt 1 \A\ fsta^^ A^^^ e* r>. . .r ^. . — 

PA6E7/22'IODAT3f1W$:17:5ira[Ea$temStandardriin«]'SVR:l^^ 
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.cation/Control Number: 10/784,835 
fmt:2116 



Page 2 



DETAIL£0 ACTION 



1 . It is hereby acknowledged that the following p^ers have been received and placed of 
reco i in the file: Preliminary Amendment (dated 2/23/04), IDS (dated 2/23/04 and 4/19/04) and 
Dra^ ings (dated 4/19/04). 

2. Claims 1-22 have been cancelled. Claims 23-1 52 have been added. 

3. Claims 23-152 are presented for examination. 



4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grou ided in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
hap} »per timewise extension of the "right to exclude" granted by a patent and to prevent possible 
haia sment by multiple assignees- See/71 reGoo/ima/i, 11 F.3d 1046, 29USPQ2d20l0(Fed. 
Cir. 993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed, Cir. 1985); In re Van Omum, 686 
F.2d ?37, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
197< i;and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
over ome an actual or provisional rejection based on a nonstatutory double patenting ground 
pro\ ded the conflicting application or patent is shown to be commonly owned with this 
app] nation. See 37 CFR LI 30(b). 

Effective January 1 1994, a registered attorney or agent of record may sign a temiinal 
disc timer. A terminal disclaimer signed by the assignee must flilly comply with 37 
CFU 3.73(b). 

5. Claims 23-152 are provisionally rejected under the judicially created doctrine of 
obv lusness-type double patenting as being unpatentable over claims 23-146 of copending 
App ication No. 10/784,396. Although the conflicting claims are not identical, diey are not 

pate .tably distinct from each other because the claims of Application No. 10/784,396 pertain to a 
met od while the claims of the present application pertain to the apparatus to implement the 
clai led method steps of Application No. 10/784,396. 
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flication/CoDitrol Number: 10/784,835 



Page 3 



At Unit: 2116 

This is a pmvifitnnai obviousness-type double patenting rejection because the conflicting 
cla ns have not in fact been patented. 



ex£: oiner should be directed to ThuanN.Du whose telephone nmnber is (703) 308-6292. The 
ex£ ainer can nonnally be reached on Monday-Friday: 9:00 am - 5:30 pm, EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
sup rvisor, Lynne H. Browne can be reached on (703) 308-1159. 

Any inquiry of a general nature or relating to the status of fliis application or proceeding 
sho Id be directed to the receptionist whose telephone number is (703) 305-3900. 

The fax number for the organization is (703) 872-9306. 



Conclusion 



6. 



Any inquiry concerning this communication or earlier communications firom the 




Thuan N. Du 
July 8, 2004 
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